The opinion in support of the decision being entered
today was not witten for publication and is not
precedent of the Board.
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ON BRI EF

Before HAI RSTON, JERRY SM TH and GROSS, Adni ni strative Patent

Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-3, 7, 15-20 and 22-

24, Pending clainms 4-6, 8-14 and 21 have been indicated by

1 Although appellants’ brief does not list claim19 as
bei ng appeal ed, this appears to be an oversight. Therefore,
we will treat the rejection of claim19 as bei ng appeal ed
along with the other rejected clains.
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the exam ner to contain allowable subject matter.

The di sclosed invention pertains to a nmethod and
apparatus for reducing the nunber of levels in a nulti-I|evel
grey scal e pi xel value representing a pixel and diffusing an
error generated fromreducing the nunber of levels. The
i nvention adjusts the tonal reproduction curve of a printing
system so as to conpensate for spot overlap produced by a
printing device.

Representative claim1l is reproduced as foll ows:

1. A net hod of reducing a nunber of grey levels of a
mul ti-1level grey scale pixel value representing a pixel and
diffusing an error generated fromreduci ng the nunber of grey
| evel s, conprising the steps of:

(a) receiving a multi-level grey scale pixel value, the
mul ti-1level grey scale pixel value having a first spatial

resol ution;

(b) generating a screened nulti-Ilevel grey scal e pixel
value fromthe received nulti-level grey scale pixel value;

(c) reducing the nunber of grey levels in the screened
mul ti-1level grey scale pixel val ue;

(d) generating an error value as a result of the
reduction process in step (c);

(e) nodifying the generated error val ue based on an
effective spot area value to generate a nodified error val ue,
the effective spot area val ue being dependent on the nmulti-
| evel grey scal e pixel value; and
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(f) diffusing, based on a set of pre-determ ned
wei ghting coefficients, the nodified error value to multi-
| evel grey scal e pixel values of adjacent pixels.

The exam ner relies on the follow ng reference:

Lin et al. (Lin) 5,553,171 Sep. 03, 1996
(filed July 26, 1995)

Clainms 1-3, 7, 15-17 and 19 stand rejected under 35
U S.C 8 102(e) as being anticipated by the disclosure of Lin.
Clains 18, 20 and 22-24 stand rejected under 35 U.S.C. § 103
as bei ng unpatentable over the teachings of Lin taken al one.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
revi ewed and taken into consideration, in reaching our
deci sion, the appellants’ argunments set forth in the brief
along with the examner’s rationale in support of the
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rejections and argunents in rebuttal set forth in the
exam ner’ s answer.

It is our view, after consideration of the record
before us, that the disclosure of Lin does not support either
of the examner’s rejections of the appeal ed cl ai ns.

Accordi ngly, we reverse.

We consider first the rejection of clains 1-3, 7, 15-
17 and 19 as being anticipated by the disclosure of Lin.
Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every elenent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469

U S. 851 (1984).

The exam ner indicates how he reads independent clains
1 and 15 on the disclosure of Lin [answer, pages 4-6]. Wth
respect to each of clains 1 and 15, appellants argue that Lin
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fails to anticipate the step of nodifying the generated error
val ue based on an effective spot area value. Appellants argue
that in Lin the nodification is based on a conventional set of
wei ghting coefficients and not on an effective spot area val ue
which is grey | evel dependent as clained [brief, pages 5-7].
The exam ner responds that the effective spot area value in
Lin is the actual area or region of data which is being

subj ected to the processing by circuits 120, 130, 160 and 150.
In other words, the exam ner finds that the clained effective
spot area data is obtained fromthe reconstruction circuit 100
of Lin [answer, pages 13-16].

We agree with appellants’ position as set forth in the
brief. W do not understand the exam ner’s reasoning that the
out put of reconstruction circuit 100 in Lin is an effective
spot area value and that this value is used to nodify the
error value generated as a result of the reduction process.
Clains 1 and 15 recite that the error value which is generated
as a result of the reduction step or the threshol ding step
must be further nodified based on an effective spot area
value. W fail to see how the output of reconstruction
circuit 100 in Lin constitutes such an effective spot area
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val ue or how this value provides the clained error
nodi fication. The application disclosure describes the
effective spot area value as a function of the characteristics
of the printer. Specifically, the spot overlap of a given
printer is enpirically determ ned, and the input dependent
effective spot area as recited in the clains is a function of
these enpirically determ ned values. The exam ner’s finding
of anticipation is based entirely on a specul ative
interpretation of Lin. W can find nothing in Lin which
suggests that there is any teaching of the use of effective
spot area values as that termis used in the specification and
the clains. Therefore, we do not sustain the anticipation
rejection of any of clainms 1-3, 7, 15-17 and 19 based on the
di scl osure of Lin.

We now consider the rejection of clainms 18, 20 and 22-
24 under 35 U.S.C. 8§ 103 as unpatentable over the teachings of
Lin. Inrejecting clains under 35 U.S.C. §8 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In

so doing, the examner is expected to make the factual
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determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prima facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whol e and the
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rel ati ve persuasi veness of the argunments. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunents actually made
by appel | ants have been considered in this decision.
Argunents which appellants coul d have made but chose not to
make in the brief have not been considered [see 37 CFR
§ 1.192(a)].

| ndependent clains 18 and 22 have a simlar recitation
with respect to nodifying an error val ue based on an effective
spot area value that we considered above with respect to
clains 1 and 15. The examner’s rejection under 35 U S.C. §
103 relies on the sane deficient teachings of Lin that we
consi dered above. Therefore, the exam ner’s anal ysis does not

establish a prima facie case of obviousness for the sane

reasons di scussed above. Accordingly, we do not sustain the
examner’s rejection of clainms 18, 20 and 22-24 based on the
t eachi ngs of Lin taken al one.

In summary, we have not sustained either of the
exam ner’s rejections of the appealed clains. Therefore, the
deci sion of the exam ner rejecting clainms 1-3, 7, 15-20 and

22-24 is reversed.
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REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge
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JERRY SM TH BOARD OF PATENT
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES
ANI TA PELLMAN GROSS )

Adm ni strative Patent Judge
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Ronal d Zi bel I'i

Xer ox Corporation
Xer ox Square 20A
Rochester, NY 14644
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